[image: image1.png]GOBIERNO
DE ESPANA




[image: image2.jpg]




JOINT PATENT OWNERSHIP AGREEMENT BETWEEN SPANISH NATIONAL RESEARCH COUNCIL, UNIVERSITY OF TARTU AND THE NATIONAL UNIVERSITY OF SAN MARTIN
THIS AGREEMENT is made on 
AGENCIA ESTATAL CONSEJO SUPERIOR DE INVESTIGACIONES CIENTÍFICAS, M.P. (hereinafter referred to as CSIC), with Spanish tax code number Q2818002D, having its registered address in Serrano 117, 28006 Madrid (Spain) represented by Ms. María Eloísa del Pino Matute, in its condition of President of CSIC, by virtue of the power conferred to her by article 11.2 of CSIC’s Statute (Spanish Royal Decree 1730/2007, Spanish Official Journal 14th of January 2008), and by Spanish Royal Decree 498/2022, 21th of June 2022, which appointed her as President of CSIC. 
UNIVERSITY OF TARTU (hereinafter referred to as UT), with Estonian tax code number EE100030417, having its registered address in Ülikooli 18, 50090 Tartu (Estonia), represented by Rector Toomas Asser
NATIONAL UNIVERSITY OF SAN MARTIN (hereinafter referred to as UNSAM) with Argentinian tax number, CUIT 30662473916, having its registered address at Av. 25 de Mayo 1405 San Martin (1605), Province of Buenos Aires (Argentina), represented in this act by Mr. Carlos Greco, in his capacity as Rector of UNSAM.
WHEREAS

A. / CSIC, UT and UNSAM are carrying out a project of investigation through the following researchers: 

· Mr. Pablo Scodeller of the CSIC 

· Mr. Tambet Teesalu of the UT
· Mrs. Anni Lepland de Rosales of the UT
· Mrs. Eliana Asciutto of the UNSAM
B. / As fruit of these works, a result susceptible of being patented has been obtained called 

“PEPTIDE THAT TARGETS MACROPHAGES AND USES THEREOF”
(Hereinafter referred to as the “Invention”) of which the aforementioned parties  have filed a patent application before the  European Patent Office.

C. / The applicants and owners of the patent will be the CSIC, UT and UNSAM.
IT IS HEREBY AGREED to subscribe the present Co-ownership Agreement according to the following clauses:

1. The Invention and, consequently, the patent application as well as the patent once it has been granted, belong to the applicants in the following proportion: 

· CSIC: 50% (fifty percent).
· UT: 35% (thirty five percent).
· UNSAM : 15% (fifteen percent).
The benefits that are ought to be obtained as a result of the commercial exploitation of the Invention and the obligations regarding the same will be distributed in the alluded proportion. 
2. The patentability evaluation, the filing and the prosecution of the patent application on behalf of the parties will correspond to the CSIC. Consequently, UT and UNSAM authorises the CSIC as their representative for the accomplishment of the administrative tasks which are necessary to obtain the granting of the patent and to maintain the patent in force before the European Patent Office. 

The out-of-pocket costs regarding the patentability evaluation, the drafting, filing and prosecution of the patent application for and the maintenance of the patent application/ granted patent shall be paid directly by each party in the proportion mentioned in clause number 1 of this agreement. The patent attorney will send to CSIC and UT and UNSAM  invoices for proportion mentioned of out-of-pocket costs
3. The parties will mutually decide in writing the extension of the patent to other countries. 

In any case, the parties will respect the conditions subscribed in this Agreement, in relation to the distribution of benefits and general expenses regarding the extension and maintenance of the patent in force in any additional country. 

The payment of the expenses regarding the maintenance of the patent in force in other countries shall be effected by the party which applies for the registration of the patent in said countries but would be incurred by both parties in the proportion indicated in the first clause of this agreement.

If one party is not interested in extending the patent to additional countries, the other party shall be entitled to extend the registration of the patent to other countries in its own name and at its expenses and, consequently, all rights and obligations regarding the patent in those countries will correspond to the party that registers the patent by itself.

4. The parties will use reasonable efforts to license the patent application/patent in a commercially reasonable manner. 
The parties hereby agree that they shall jointly negotiate and make any and all decisions concerning any license agreement to be signed with any third party which may be interested in commercially exploiting the patent. 
The parties will operate together in order to decide if it can be convenient to negotiate an exclusive or non exclusive license agreement. In case of one of the parties is planning a negotiation with any company or entity that might be interested in carrying out the exploitation of the Invention, the negotiating party shall inform the other of the planned license negotiations at least three (3) weeks before the start of the negotiations. 

The negotiating party shall keep the other party informed of its licensing efforts during the negotiating process and shall provide the other with an opportunity to review and approve any license agreement(s) and/or option agreement(s) at least forty (40) days prior to signature thereof. The same review and approval policy shall be applied to any extension or amendment to any license agreement(s) and/or option agreement(s).
Notwithstanding all the aforementioned, should the parties not be able to reach an agreement in connection with any issue concerning any eventual license agreement and/or option agreement, the decision shall be taken by the co-owners by majority of their shares of ownership.

The aforementioned negotiations shall be carried out with the main, but not exclusive, aim of obtaining the best offer.

The economic benefits obtained from the granting of a license shall be distributed in the proportion established in clause number one.

5. The present Agreement will have effect as of the date of its signature and will remain in force meanwhile the patent that this agreement is referred to or another that depends on or derives from it, remains in force. 

6. Any of the parties shall be entitled to expressly notify the other party its resignation of the rights on the patent and of the obligations derived from this Agreement.

The party who decides to resign to its rights and obligations must notify its written decision to the other party with sufficient advance so as for the other party to be able to make any decision which may affect its rights. In the case of patents and other intellectual property rights the deadline shall be the deadline date so as to take any necessary action to maintain the patent or intellectual property right in force.

In any case, the party effecting the resignation will ensure that the investigators which figure as the inventors in the patent application shall collaborate in the registration proceedings of the patent, thereby signing any document which might be necessary, notifying any change of domicile and being localized at any moment. The party who effects the resignation shall accomplish any obligation entered prior to the resignation.

7. All notices, requests, demands or other communications required or permitted to be given or made hereunder shall be delivered or sent to the intended recipient hereof at its address or facsimile number set out below:

a) If to the CSIC:

Address: C/ Serrano 142,

28006 Madrid

Attention:  Vicepresidente Adjunto de Transferencia del Conocimiento

Facsimile Number: +34915681531

Telephone Number: +34915681551
Email: vatc@csic.es

(b) If to the UT: 
Address: Ülikooli 18, 50090 Tartu (Estonia)
Attention: Technology Transfer Office
Facsimile Number: 

Telephone Number: +372 737 6546
Mail address: TTO@ut.ee
(c) If to the UNSAM: 
Address: Av. 25 de Mayo 1405 San Martin (Argentina)
Attention: Julio César Bayona
Facsimile Number: 

Telephone Number: 

Mail address: jcbayona@unsam.edu.ar
Either of the parties may modify its address or facsimile number for purposes of this Agreement and shall notify the modification to the other party.
8. If any dispute or difference arises in connection with this Agreement, the Parties will negotiate in good faith to resolve it. If no amicable solution is found, any dispute, controversy or claim arising out of or in connection with this Agreement is subject to the exclusive jurisdiction of the home city of the party defendant.

This Agreement and all matters arising out of or relating to it are governed by the laws applicable in the country in which the matters giving rise to dispute took place.

SIGNED FOR AND ON BEHALF OF

	CSIC

	  UT 

	
	

	María Eloísa del Pino Matute

President of CSIC
	Toomas Asser
Rector of UT

	UNSAM
	

	
	

	Mr. Carlos Greco
Rector of UNSAM
	


